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a) The terms "phthalamide" and "phthalamidyl" of the title and abstract, which conventionally 
refer to a 1,2 benzenedicarboxylic acid. structure, are inconsistent with the 1,3-benzenedicarboxylic acid 
structures depicted in the instant claims. Clarification is required. 

b) Although specific claims are cited in the rejections below, these rejections are also 
applicable to all other claims in which the noted problems/language occur. 

c) The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

d) Claims 5-63 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

1) The term "substituted alkyl" as recited in the claims is described at page 11, lines 3-8 
of the specification. The R variables defined as "polyethers" of claims 22-24 find antecedent 
basis in the generic description "substituted alkyl" of claim 5; however, the term "substituted 
alkyl" as defined in the specification does not include "polyethers". 

2) In claim 5, it is unclear what is meant by the term "wherein, two or more of R 2 , R 4 , 
R 5 , R 7 and, when R 3 is substituted alkyl, a substituent of R 3 are optionally adjoined by at least 
one linker moiety to form at least one ring ". The structures of the "one linker moiety" and "at 
least one ring" are unclear. 

3) The terms R 3 , R 8 and R 9 of claim 5 are improperly non-terminal groups defined using 
definitions of terminal groups (i.e. "alkyl", "aryl", etc. rather than "alkylene", "arylene"). 

4) In claim 5, it is unclear what structures the term "wherein R 12 can optionally form a 
ring with R 11 , R 13 or both" is meant to encompass. Is only a single ring formed when all three of 
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R 12 , R 11 and R 13 are joined? What are the structures of the different ring combinations formed? 
c This problem alio pertains to the ring definitions involving R 32 , R 31 , and R 33 of claim 8. 

5) In claim 5, what is the difference between the terms "heterocyclyl" and "saturated 
heterocyclyl"? "Heterocycylyl" would appear to encompass both saturated and unsaturated 
compounds. 

6) Claims 4, 8, and other dependent claims are improperly dependent from canceled 

claim 4. 

7) The term "a linear C r C 6 hydrocarbon" used to define R 3 in claim 7 is broader that the 
<: definition of this term as it appears in independent claim 5, i.e. R 3 = alkyl of claim 5 does not 

include, for example, "alkenyl" groups which are encompassed by "a linear Ci-C 6 hydrocarbon". 

8) In claim 8, the formula (II) is not a definition of "substituted alkyl" as it appears at 
page 11, lines 3-8 of the specification. 

9) In claim 8, it is unclear what is meant by the term "Q 3 -OR 28 ". 

10) In claim 9, the structure of the "at least one ring" is unclear. 

11) In claim 10, it is unclear how "R 2 , R 6 and R 29 together" can "comprise a single linker 
moiety" and what the required components of the "linker moiety" are. Further, the definitions of 
R2, R 6 , and R 29 in claim 8 do not include a "linker moiety". 

12) It would appear that for the structure (V) of claim 13, that "a" and "z" of claim 5 
would have to be zero. However, structure (V) would be inconsistent with structure (I) since in 
claim 5, if "a" and/or "z" = 0, "N 2 '" and "N 1 '" must be directly linked to "carbonyl group 2'" or 
"carbonyl group 1'" 

13) In claim 14, it is unclear how each of the nitrogen atoms on the left is attached to 
three of the groups in parentheses. What is the complete structure of compound (VI)? 

14) The definition of R 3 as "H" in claims 15-18 is inconsistent with its definition as a 
non-terminal group in claim 5. 
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15) The definition of the R groups in claim 19 as "a primary alkyl amine" (RNH-, i.e. an 
amine substituted with an alkyl group) is inconsistent with the definitions of the R groups in claim 
5. 

16) The structure of the Formula II of claim 30 is undefined rendering the claim 
indefinite. Further, there is no definition of R 5 in claim 5 which would correspond to the structure 
(IX) of claim 30. 

17) The structures of the rings "optionally" formed in claim 30 are unclear. 

18) The structure of claim 31 does not appear to fit the definition of claim 5. According 
to structure (I) of claim 5, R 4 and R 5 would be "substituted alkyl" as defined in claim 5; however, 
the structural fragments attached to the carbonyl groups attached to the central nitrogen atoms 
of the structure which appears at page 107, the lines just above line 3, would not be included by 
the term "substituted alkyl" as it is defined in the specification. 

19) In claim 37, there is no antecedent basis in claim 31 for the term "said primary alkyl 

amine". 

20) The variable R 29 of claim 47 does not appear as a variable in either claim 5 or claim 
30 from which it depends. 

21) In claim 47, it is unclear what structure is defined by "R 1 , R 6 , R 29 and R 39 together 
comprise a single linker moiety" and it is unclear that any such structure is encompassed by the 
formula of independent claim 5. 

23) It is unclear where the structure of formula (XII) of claim 48 appears as a moiety in 
the structure of claim 5. 

e) The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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f) Claims 5-63 are rejected under 35 U.S.C. 112, first paragraph, as containing subject matter 
which was not described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention commensurate in 
scope with the claims. 

1) The claims encompass a multitude of compounds including structures as simple as 
that represented by structure (I) in claim 5 and as complex as the multiply branched structures 
depicted in claims 12-14, 30, 31, 46, 49 and 63. From the limited description of methods of 
preparation set forth in the instant specification, it is not clear that one skilled in the art would be 
able, from a reading of the specification, to prepare all of the compounds encompassed by the 
claims. Therefore, the claims are based on a written description which is non-enabling for the 
entire scope of the claims. To overcome this rejection applicants must, at a minimum, point out 
support in the specification for methods of preparation for the compounds depicted in claims 12- 
14, 30, 21, 46, 49 and 63 as well as methods of preparation for the compounds of formula (I) of 
claim 5 wherein "two or more of R 2 , R 4 , R 5 ... are optionally adjoined by at least one linker moiety 
to form at least one ring". 

2) The claims are based on a specification which does not contain an adequate enabling 
written description to support the scope encompassed. The claim language discussed in 
subparagraphs 1), 2), 4), 8),10)-13), 17), 18), 21), and 23) of paragraph d) above is not 
supported by an adequate written description in the specification. The noted language and 
definitions of the claims, which appear as well in the specification, are confusing and 
inconsistent. The specification fails to use the "full, clear, concise, and exact terms" required by 
the first paragraph of 35 USC 112 to define exactly what compounds are meant to be 
encompassed by the claims. 

g) Brooker et al (Chem. Abstract 2002: 593344) is cited to show the state of the art. 
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h) Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Mary E. (Molly) Ceperley whose telephone number is (703) 308-4239. The 
examiner can normally be reached from 8 a.m. to 5 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Long Le, can be reached at (703) 305-3399. The fax phone number for responses to be filed BEFORE 
final rejection is (703) 872-9306. The fax phone number for responses to be filed AFTER final rejection is 
(703) 872-9307. 

Questions which are NOT RELATED TO THE EXAMINATION ON THE MERITS, should be directed 
to TC 1600 CUSTOMER SERVICE at (703) 308-0198. Any inquiry of a general nature or relating to 
the status of this application or proceeding should be directed to the receptionist whose telephone 
number is (703) 308-0196. , 



March 20, 2003 
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